
Computer Software Patents Are On The Way 
Computer technology, driven by con- 

sumer demand and the pursuit of profits 
by software developers, continues to ad- 
vance and develop each year. Patent law, 
however, tends to lag behind technologi- 
cal innovations and developments. For 
years the status of computer software has 
been in a state of flux, as courts and 
patent attorneys wrestle with the ques- 
tion of whether computer software prod- 
ucts are patentable. Thankfully, some 
answers may be close at hand. In June, 
the Patent Office issued its proposed 
guidelines for the examination of com- 
puter-implemented inventions (60 Fed. 
Reg. 28,778 (June 2, 1995)) which, when 
finalized, should help to clarify just how 
and when software-computer pro- 
grams-will be protectable under the 
patent law. 

The Evolution of Software Patents 

Under Section 10 1 of the United 
States Patent Act (Title 35, U.S. Code), 
only "statutory subject matter" may be 
patented. Sections 102- 103 provide that 
the invention must also be novel, 
nonobvious, and useful. Statutory sub- 
ject matter includes machines, processes, 
compositions of matter, articles of 
manufacture, and improvements of these 
things. The debate with regard to com- 
puter software concerns whether pro- 
grams and related inventions are patent- 
able subject matter. Before the 1980s, 
Section 101 of the patent act was usually 
narrowly interpreted in the software 
field, thus malung it difficult to directly 
patent software. Some reasoned that 
software itself is not a machine, process, 
or article of manufacture, and thus did 
not fit into any of the statutory subject 
matter classifications. Starting in the 
early 1980s, computer-related inventions 
have gained more and more favor with 
the courts, and many tests for the patent- 
ability of computer-related inventions 
were issued by courts. 

Recent decisions have become even 
more friendly to software-related pat- 
ents. In 1994, the Court of Appeals for 
the Federal Circuit, which decides patent 
law issues, issued its opinion in re 
Alappat (3 1 USPQ2d 1545). In this case, 
the court held essentially that a computer 
programmed with a program may be 
patentable subject matter, in part be- 
cause programming a general-purpose 
computer "creates a new machine.'' If the 
software is novel, so is the new machine 
created when a general-purpose com- 
puter runs the software. Other cases 
handed down recently, such as in re 
Lowry (32 USPQ2d 103 l), also appeared 
to broaden the protection available for 
software-related inventions. In response 
to these and other developments, the 
Patent Office issued its proposed guide- 
lines which will be used by the Patent 
Office's examiners in determining the 
patentability of computer-related inven- 
tions. After considering comments from 
the public, the Patent Office should issue 
final guidelines sometime soon. 

Software Patent Guidelines 

The proposed guidelines are signifi- 
cant because they specifically direct ex- 
aminers to recognize several software-re- 
lated inventions as patentable subject 
matter. While decisions regarding pat- 
entability by the Patent Office do not 
have to be followed by the courts, the 
guidelines should have some weight, and 
are drafted in response to recent federal 
case law in this area. First, the guidelines 
provide for a presumption that "A com- 
puter or other programmable apparatus 
whose action are directed by a computer 
program or other form of 'software' is a 
statutory machine," which follows the 
holding of the Alappat case. Thus, a gen- 
eral-purpose programmable computer 
which is programmed with a new and 
nonobvious software program should be 
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