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n t h e  e v e r - c h a n g i n g  w o r l d  o f  
p a t e n t  l a w ,  m o s c  i i - i f iuen t ia l  
p r e c e d e n t s  a r e  h a n d e d  d o w n  by 

t h e  C o u r t  of Appeals fo r  the Federal  
C i ~ c u i r . ~  T h e  C A F C ,  created in I982  
as the  sole Federal  C o u r t  of Appeals 
h a v i n g  jur isdict ion o v e r  paren ts  (28  
i T I-1.S.C. Sect ion 1295(a)) ,  has he lped  
t o  establish un i form patenr s ~ a n d a r d s  
2nd t o  s t r e n g t h e n  t h e  p r o t e c t i o ; ~  
afforded to issued U,S, parents. 

T h e  CAFC aiso rou t ine l j -  clarifies 
a n d  incerpre t s  UIS. p a t e n t  iavi, and  
e x p a n d s  i t  t o  c o v e r  n e w  f o r m s  o f  
i n n c v a ~ i o n ,  such  as sofisvare-related 
patents .  

T h e  U 5. Supreme C o u r t  neverthe-  
less s teps in, o n  occasiosa, t o  review a 
decis ion of the GXFC, a n d  has done  
so a  number  of tirnes in  recen i  years. 

In  qhJf a. Z7r6Ls E l e c t ~ ? n j c ~ - >  1 ~ 7 c . ~  i ! 9 
S , C ; .  594. 1-12 L , E d , Z d  2 j j ,  6 7  
7 -  C ~ , > , L . ~ i j ' ,  4.009, 48 U.S.P.C;.?d 151.1 
( 1 9 9 3 ) ,  d e c i d e d  o n  No;;, 1 0 ,  r h e  
S u p r s r n z  C o u r t  issired an i:npo;tant 
d - c i s i o n  c o n c e r n i i l g  t l13  so-::;i!ied 
"GR-sale bar" ci~ct:ine of C.S. pat::-,?: 
,,.-., > ,  . .I i, . 

T h e  >-,{:enr 13:~s of' manv  counciies 
, .. 

fo!lo\z. t h *  rule o f  "absoiu:c novein- ,  
. . P  

i;-!-!ich p roh ib i t s  p a t e n t  pro:es;irJn ~t 
1 .  

t ! ~ p i  in.;-rir!cin is m2de p u b i l z  In sorr-e 
. I - 
.\ .>c u . c r ~ r :  t h t  ~ a ~ e ; l t  appl:c3:ioi! 
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filed. 
7 r 4 0 r  e x a m p l e ;  i l  r h e  i n v e n t i o n  is 

descr ibed in a  publ ished article befor: 
t h e  p a t e n t  a p p l i c a t i o n  is f i l ed ,  t h e  
i n i - e n t i o n  i s  n o  l o n g e r  abso lu te l : , -  
nor.ei a t  t h e  tirne of filing, and pa ten t  
p ro tec t ion  may be unattainable. 

T h e  U n i r e d  S t a r e s ,  u n l i k e  rnaa!- 
o t h e r  countrie.; ,  in Secrion iO?(bj o i  
r h e  1J.S. P a t e n i -  .kc: (ji i : .S .C .  
S e c t i o n  iCZ(b)j  a one-yea:  

- . . g r l c r  neriCrj I . ~ I ; O T : ~ ~ G  cercjir! "s tarc-  
L 

ror;; bar"  e:-e-ts t o  permlr  an iri:.encor 
t o  f i l e  2 p a t e n :  app i icac ;on  (a ti,\-o- 

. , -,,ear cra::i: pe- iog ;,:.as iniroducz:] bl-  
,-- ~ ~ 2 , o : e s s  ir.  133" :  th!5 \,;a5 changed  

io o n c  ye;r in i'339;. 
r h e  I - i , S . ,  i f  z p  in.;<r:yi.~:! l s  

~ j r e r . r e d  r.,r i i e ;c r ibed  i ?  J p r i r t t i  
o~.biic:i:ion, o r  in  p u b l i c  ~ i j e  3; on  

. - 
i - j , -  ,;.- rc:r ' i-norf: : h ~ n  0r.t 3:rli b e f o r e  

,- , 
; h e  f i l i n g  tor irce r).ltenr appiica:lo;l. 
1 ~ -  1 I L 

' I d L , L - n t  pr<;i:cc:ic~n 1:) L J ~ : . - c L ~ .  F'3r :his 

r e a s o n ,  c o m p a n i e s  a n d  i a d i v i d i j a i  
i n v e n t o r s  a r e  o f i e n  c a r e h _ ? l  -:o fiie a 
pa ten t  a p p l i c a t l o ~  within one year .;i 
t h e  first d a t e  a n  ic i-encion is offereci 
fo r  sale. 

GRACE P E R I O D  TRIGGER 
-. 
i he  issue i n  P j2f lconcernzd  exacri;. 

when the on-sale  bar 's  oi~s-)~ea:- gracf 
p e r i o d  is  t r i g g e r e d ;  i f  2, w o r k i n g  
m o d e l  of  t h e  i ~ v e n r i o n  h a s  n o t  yc i  
been  completely 5u i l t ,  o r  "i-edi:ced :a 
practice," a t  t h e  tirne rf:e inv-i;ri!in is 
f i r s t  o f f e r e d  f o r  s a l e .  ( T h e  c c ! l r t  

n o t e d  t h a t  a  d e v i c e  i s  r e d u c e t i  ti? 

practice wfien i t  is assembled,  adji?s:- 
, . 

e d  a n d  u s e d ,  i . e .  w h e n  a m(? rk?ng  
modei  is built ,)  

I n  PfnJf> t h e  i n v e n t o r ,  P f a f f .  
designed a  c e w  c o m p u t e s  c h i p  s o c l i e ~ ~  
and  sen t  dera i led  e n g i n e e r i n g  draw-  
ings of the socke t  t o  a rnen~ifaci-cr-r .  
H e  also shoi5-ed a si:etch of his t.-in- 

,---- \ c e p t  t o  T e x a s  I ~ s ; r l i m e r i t s  ', i ! j !  
w h i c h  p laced  a n  o r d e r  f o r  tLe ne-; 
sockets, pr ior  t o  Apri! 8 ,  i 48 1 .  

At the t ime  Pfaff m a d e  r:he c f i e r  t o  " .  
sell thr socket  i r ~  commer-crai qiia.ir:- 
t ies ,  he had n o t  ve t  m a d e  a n d  t-sred a 

protot)-pe o f  t h e  sockz:.  I n  !'act; h e  
' . 

did nor reduce t h e  ~ n v e n r i o : ~  tc ?mi:- 
tice, b;; making  a work ing  prorilG:ce; , r 

unt i i  the s u m m e r  c f  iS93 ;. 
Pfaff t i l rd  a  p a t e n t  nP":'ca3ri>7 L'oI- 

t he  sock:[ on  :iPrll 19 ,  1962 --  mo re  

t h a n  J ;-a: a f t e r  tf-c: &kpri l  2 ;  198 1 ,  
3 - o r d e r  From T I  hi:: less  tbi3; a  ;.-:cii 

a f i t r  :he acr.da! reduct ion t o  rr::iri:e, 
P f s f f  ;3[cr s u e 3  'Jrci!; Ele<:rI-;i::i 

. - 
I n c .  fo r  p - t ~ n t  :n!-r!np;3~7:ei!:. in 
Fed-ral  D;s r r ic t  C o l l r ~ .  T h e  Z i c t r ; : ~  
Courr  rc)eccc:d \l.e!is SeC-i-.r: i 9 I ! :>)  
. < 

a-1eni.i on rhc gr i iuRa ct.ai- Phf f  h a d  

~ ~ 

- \ -  L n ~ r i  filed i.i: pat-rnt ,ippllc;?tlon i::: + '  
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year  a k e r  reduc ing  t h e  invent ion  t o  
practice. 

T h e  CAFC r e v e r s e d ,  h o w e v e r ,  
ho ld ing  that  the one-year grace peri-  
o d  o f  S e c t i o n  1 0 2 ( b )  b e g a n  t o  r u n  
w h e n  t h e  i n v e n t i o n  was of fe red  f o r  
sale c o r n m ~ r e i a l ! ~ ,  e-;en ih<>iigh i: !iad 
n o t  ye t  been reduced to practice. T h e  
C A F C  r e a s o n e d  t h a t  t h e  i n v e n t i o n  
was  "subs tan t ia l ly  c o m p l e t e "  a t  t h e  
t i m e  of  t h e  sa le ,  a n d  t h u s  t h e  o n e -  
y e a r  per iod  began  t o  r u n  a t  l eas t  as  
ear ly as the April 8,  1931, o rder  f rom 
TI ,  m o r e  t h a n  o n e  y e a r  b e f o r e  t h e  
pa ten t  application was filed. 

T h e r e f o r e ,  t h e  C A F C  h e l d  t h e  
pa ten t  t o  be invalid due to  the  on-sale 
bar. 

concept ion ,  ra ther  t h a n  t o  a physical 
e m b o d i m e n t  of the  idea. T h i s  conclu- 
sion is reinforced by the  fact tha t  the  
P a t e n t  Act  does n o t  expressly require  
an invent ion to be reduced t o  practice 
b e f o r e  i t  c a n  be p a t e n t e d  ( i n  f a c t ,  
-L L -L. 1 -  ~ - . . 
L I I U U ~ I I  L I I C  L U U I  L U U C ~  !iuC literiiiun i r ,  

when  an invent ion is no t  )-et reduced 
t o  pract ice,  t h e  ac t  of  filing a pa ten t  
appl icat ion is said t o  be a "construc-  
tive" reduct ion to practice).  

T h e  c o u r t  pointed o u t  that  in  1888; 
f o r  e x a m p l e ,  i t  u p h e l d  a t e l e p h o n e -  
r e l a t e d  p a t e n t  i s s u e d  t o  A l e x a n d e r  
G r a h a m  Bell even though  he had filed 
t h e  p a t e n t  a p p l i c a t i o n  b e f o r e  c o n -  
s t ruc t ing  a working telephone.  

I n  s h o r t ,  t h e  P a t e n t  Act  d o e s  n o t  

<' ' invention'' refers t o  a concept  ?hat is 
cornpiece,  r a t h e r  t h a n  rneroiy '%sub-- 
stantially complete ."  

. . 
Reduction to pi-actlce is rnerelv e v -  

dence of comple t ion .  E-Iowevei., jusr zs 

one can receive a pa ten t  for  a n  i:!~e:!- 
. . 

t ion  n o t  y e t  reduced  ~ : o  pracr rce  b ~ ~ r  ". < which has been sufficientlv d e s c i i ~ , e d ~  
a n  i n v e n t i o n  c a n  b e  cornpie:e 2p.d 

" r e a d y  f o r  p a t e n t i n g "  heii,:-i-. i t  h 2 s  
actually been reduced t o  pract ice.  

According!y, u n d e r  the  cour t ' s  n e : ~  
r e a d y  f o r  p a t e n t i n g  r e s t ,  S e c t i o : ~  
102(b)'s one-year grace period fcr :he 
on-sale  b a r  b e g i n s  t o  r u n  i x ~ R - n  iruo 

conditions a re  satisfied. 
F i r s t ,  t h e  p r o d u c t  in ques::ron 

mus t  be t h e  sub jec t  o f  a c i ) ~ n ? ~ i t c ! d !  

'SUBSTANTIALLY COMPLETE' 
m a k e  " r e d u c t i o n  t o  p r a c t i c e "  a n  offer for sale, 
essential e lement  of an "invention." In  S e c o n d ,  t h e  i n v e n t i o n  m u s t  be 

T h e  Supreme C o u r t  granted certio- 
r a r i  because t h e  t e r m  "subs tan t ia l ly  
complete"  used by  the  C A F C  does n o t  
a p p e a r  in  the text  of Sect ion 102(b). 
F u r t h e r ,  some U.S.  courts had previ- 
ously held that  a n  invention cannot  be  
o n  sale for  purposes of Section 102(b) 

. . 
unless and un td  !t has been reduced t o  
practice. 

fact, the  on ly  specific use of t h e  t e r m  
i n  t h e  P a t e n t  Act lies in a provision 
se t t ing  for th  t h e  s tandard  for  reso1-i.- 
i n g  p r i o r i t y  c o n t e s t s  b e t w e e n  tn.0 
c o m p e t i n g  claimants t o  t h e  r i g h t  t o  
pa ten t  an invention. 

T h i s  p r o v i s i o n  h a s  n o t h i n g  t o  d o  
xyith \.hat a n  i n ~ . ~ e n t i o n  is,  b u t  n n 1 . 7  

""'.' 
provides which  o f  t w o  inventors  has  

ready  for  p a t e n t i n g .  U n d e r  this 5ec- 
o n d  prong ,  a n  inventioi:  is r e a d y  for 
p a t e n t i n g  i f  i t  h a s  b e e n  acrnai iy7 
reduced t o  pract ice,  o r  if i t  has beer! 
d e s c r i b e d  i n  d r a w i n g s  o r  o t h e r  
d e s c r i p t i o n s  suf i i c ienc ly  s p e c i f i c  zc 
enable a persor!  slrilled i n  t h e  a r t  t r ;  

practice t h e  i ~ ~ r e n : i o n .  
I n  fac t ,  t h e  c o u r t  s t a r e d  t h a t  t he  

T h e  S u p r e m e  C o u r t ,  t h e r e f o r e ,  pr ior i ty  over  the  o ther .  read!--for-patenting c o n d i ~ i o i i  n a y  be 
decided t o  review Pfaf f  "to de te rmine  T h u s ,  a n  i n \ - e n t o r  n e e d  n o t  hax-e p r o v e d  i n  a t  i e a s r  t h e s e  t w o  way:, 
whether  the commercial  market ing of  perfected o r  reduced his invent ion t o  implying t h a t  there  m a y  be ways othe: 
a .newly invented p r o d u c t  m a y  m a r k  p r a c t i c e  i n  o r d e r  t o  o b t a i n  a p a t e n t  than reduct ion t o  pract ice o r  w;i t te~i  
t h e  beginning of t h e  one-year  period therefor .  T h e  cour t  explained t h a t  t h e  descr ip t ion  t o  p r o v e  t h a t  t h e  invei l -  
even though t h e  invention has n o t  ye t  invent ion mus t  be described on ly  with t ion is ready for  pa ten t ing  a: a g:v-n 
been reduced t o  practice." suf f ic ien t  c learness  a n d  prec i s ion  t o  t ime,  

In  a unanimous decision wri t ten by 
Jus t ice  John  P a u l  Stevens:  t h e  c o u r t  
h e l d  P i a f f ' s  p a t e n t  t o  b e  i n v a l i d  
b e c a u s e  t h e  i n v e n t i o n  had  b e e n  o n  
sale for more than  o n e  year before t h e  
p a t e n t  a p p l i c a t i o n  w a s  f i l e d .  T h e  
cour t ,  however, quest ioned the  "sub-  
stantially complete" standard used by  
t h e  C A F C  and adopted a new "ready 
f o r  patenting" test to  determine when  
t h e  one-year  g race  per iod  beg ins  t o  
r u n .  

T h e  c o c r t  focused on the m e a n i n e  
of  the word "invent ion" in the Pa ten t  
Act ,  a n d  in Section 107(b) specific all)^. 
F o r  t h e  on-sa le  b a r  t o  a p p l y ,  r h e r e  
mus t  be  an " invznt ion"  ir, exis tence,  
and it  mus t  be on sa!e. 

T h e  c o u r t  no ted  t h a t  the  p r i m a r y  
m e a n i n g  o i  t h e  \vord " i ~ i ~ : : n t i o n "  in  
t h e  Pa ten t  i c r  refers to  thc inventor 's  

enable those skilled in  the a r t  to  pro-  
duce the  device. 

T h e  c o u r t  agreed with Pfaff's c o n -  
t e n t i o n  t h a t  o n e  of  tile eoa l s  of  t h e  
Pa ten t  Act is t o  foster c e r t a i n v  and  t o  
provide inventors with a definite s tan-  
d a r d  f o r  d e t e r m i n i n g  when  a p a t e n t  
appl icat ion mus: be filed in o r d e r  :o 
avoid the on-sale bar. 

T h e  c o u r t  a l s o  a g r e e d  t h a t  t h e  
C A F C ' s  v a g u e  " s u b s t a n t i a l l y  c o m -  
n l e . e ' J  +'?... seriousl:; ..-. 4 
Y'"'" '""' U,,,,,',,,,,,, :he 
interest  in certainty, and also finds n o  
suppor t  in the ter: of  the Paren t  Act. 
Iion-c:-er, the court  did nor Jz ree  :11,1c 
 he rejection of rhe C&\FC's "substan-  
t i a l ! ~  c o m p ! e t r "  t e s t  r s c u i r e s  t h e  
c o u r t  to engraf t  3 reduct ion to prac-  
tice e lement  into the meaning of rh r  
term "invention " 

R a t h e r ,  t h e  c o u r t  s t a t r j .  t h e  re;il; 

MORE LlTlGATlON C O M I N G  
T h e  ready for  parent ing cesr, the re -  

fore,  which was p u t  for th by [fie col;i-!- 
as a test p romot i r ig  grea7-r cerTaliitj7 

~ ~ 

than the C X F C ' s  "substant?ar iy ram- 

plete'' test, is sure t o  be  the subject  c i  

much iitigation in t h e  fuc1~r.e. 
4 l u e h  o f  t h i s  l i t igat ior :  -.;.ij! s t e m  

. . 
from the fact that  t h e  nevi sta:vA>rd ~5 

p o o r l y  g e a r e d  t o  t h e  case that: w a s  
befo i i  .L.- <l lc  L U  ( 1 1  L .  T L -  1 L!C i- 1dL -..; .3 : L L  - ';L--' J J ! L j - $  

involved derai led e n g i n e e r i n g  dr;\r-. 
ings o f  a device ernbcdpirlg t h e  in:-en- 

t ion.  
Cer ta in ly ,  th,? "7 r-mc. Cou- t  - A - ~ s  2 - -  

justified in f inding rhese fzcrs a;ice:~i- - - 

i n g  for s t a r t i z g   he r u , r - i r i r  o f  ::?? 

? r a c e  p e r i o d .  G;LFor tun ; re l~ , -  ti-:? 
"ic4d1; for ~ ) a t c . ~ . t i ~ ~ "  s tandard  sei:;r:r- 

b 

ed b!- the  S u p r e m e  Court: is r i ~ ~  t:i:- 
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lored to  the situation in Pfafl. 
F a r  less detai led drawings  o r  p l a n s  

m a y  arguably const i tute  a concept ion ,  
a n d  r e n d e r  a n  i n v e n t i o n  " r e a d y  f o r  
patent ing."  

T h e  "ready for  patenting!'  s t andard  
~vi!! cause siEEific.:lr difficu!ries f e r  - 
pa ten t  protection for inventions creat-  
ed under  long-term development  p r o -  
jects* 

N u m e r o u s  invent ions m a y  be m a d e  
i n  t h e  c o u r s e  o f  c r e a t i n g  a s y s t e m  
u n d e r  a long- te rm d e v e l o p m e n t  p r o -  
j ec t .  I t  may b e  argued t h a t  a n y t h i n g  
created in  the course of such a project  
is the  subject of  a commercial offer fo r  
sale. T h e  only question i n  de te rmin ing  
when  t h e  one-year grace period s ta r t s  
is d e t e r m i n i n g  when t h e  invent ion  is 
"ready for patenting." 

U n d e r  t h e  C X F C ' s  " s u b s t a n t i a l l y  
c o m p l e t e "  t e s t :  i t  was r e a s o n a b l e  t o  
t a k e  t h e  p o s i t i o n  t h a t  t h e  o n e - y e a r  
g r a c e  p e r i o d  d i d  n o t  s t a r t  u n t i l  t h e  
p r o c e s s  of b u i l d i n g  a p r o t o t y p e  w a s  
near ing  completion. U n d e r  the  "ready 
f o r  pa ten t ing"  tes t ,  t h e  g race  p e r i o d  
m a y  c o m m e n c e  b e f o r e  t h e  s t a r t  o f  
building a prototype. 

I n  a long-term development project ,  
s o m e  portions of  the project  are  placed 
l a t e  i n  t h e  process .  S u c h  p o r t i o n s  o f  

t h e  project  a re  placed a t  risk of having 
t h e  grace period expire before develop- 
m e n t  work  proceeds in earnest.  T h o s e  
ent i t ies  in\-ol\+eci in long- te rm develop- 
m e n t  p ro j ec t s  m a y  n e e d  t o  c o n s i d e r  
p a t e n t  p r o t e c t i o n  m u c h  e a r l i e r  t h a n  

INTERNATIONAL IMPLICATIONS 
M o r e o v e r ,  t h e  P f a f f  d e c i s i o n  m a y  

reverse t rad i t iona l  t h i n k i n g  regard ing  
t h e  availability of  fo re ign  versus U.S.  
p a t e n t  rights.  

T h e  one-year  grace period provided 
by  U.S .  law has usually been interpret-  
e d  a s  p r o v i d i n g  t h a t  i n v e n t o r s  m a y  
waive their  foreign pa ten t  rights,  while 
s t i l l  r e t a i n i n g  t h e  poss ib i l i ty  of  U.S .  
p a t e n t  filing. H o w e v e r ,  this  m a y  n o w  
be  reversed. 

F o r  example, an invent ion conceived 
in t h e  course of  a long- te rm develop-  
m e n t  project  could be deemed " ready  
f o r  pa ten t ing"  m o r e  t h a n  o n e  year  in  
t h e  past.  As a resul t ,  t h e  r igh t  t o  obtain 
U . S .  p a t e n t  p r o t e c t i o n  w o u l d  b e  
waived. 

A t  t h e  s a m e  t i m e !  i f  t h e  i n v e n t i o n  
has been  mainrained i n  confidence, and 
is n o t  embodied  i n  a p roduc t ,  foreign 
p a t e n t  protect ion m a y  still be available. 

U n t i l  the CAFC clarifies and refines 

t h e  ready for  p a t e n t i n g  test,  ~ o i ~ . p ~ i ~ i ~ i  

and inventors  can avoid losing k i p o r - -  

t a n t  p a t e n t  r i g h t s  d u e  t o  t h e  5:-.-s-:- ‘: . L 

bar by err ing o n  rhe side of  csuricri., 
r .  ' A c c o r d i n g i y ,  i n  a n y  c a s e  o i  i roxot  

a b o u t  \vhethei an in-,,ention is !resci;; Fr,r 
. ,  P patenting, e i ther  commerclai oifers  fo r  

s a l e  s h o u l d  b e  a v o i d e d  3 i l : i l  onc  i: 

ready for the  I-.year peri.cd :o Seslxi tc: 

r u n ,  o r ,  if a commerc ia l  offer f o r  sale is 

a b o u t  to be or has been m a d e ,  tihe.-. a 

regu la r  U.S. utility p a t e n t  app!ica?:icii 
. . . .  . 

o r  p r o v i s ~ o n a i  p a t e n t  a p p l ~ c a t i a n  

should be filed wi th in  a year of the  s i r -  

liest possibie t r igger ing  da te ,  

F o r  ongoing projects  u n d e r  deireioc- 

m e n t  c o n t r a c t s ,  p e r i o d i c  r e v i e w s  ,;re 

i m p o r t a n t  t o  i d e n t i f y  a n y  1na.en;ior-s 

tha t  may later be vie~wed by- a coilr: as 

having been "ready f o r  parenting; '  earl)- 

in  t h e  development  pmcess .  
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